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REMARKS 

Claims 1, 2 7 4-22, 35, 36, 38, 39, 53, 55-58, 60-63, 65-68 and 70-72 are pending in the 
present application. In the above amendments, claims 1, 4, 5, 35, 53, 60-63 and 70-72 have been 
amended, and claims 3, 37, 54, 59, 64 and 69 have been canceled without prejudice. 

Claims 1, 2, 6 7 7, 10-12, 14-21, 35, 36, 38 and 39 were rejected under 35 U.S-C- §103(a) 
as being unpatentable over U.S. Patent No, 6,519,292 to Sakoda in view of U.S. Patent No. 
6,570,912 to Mirfakhaei and U.S. Patent No. 6,175,550 to Van Nee. 

Claims 3-5, 22 and 37 were rejected under 35 U.S,C §l03(a) as being unpatenable over 
Sakoda, Van Nee and Mirfakhaei as applied to claims 1 and 35 above, and in further view of 
Jankiraman (XEEE). 

Claim 8 was rejected under 35 U.S.C. §103(a) as being unpatentable over Sakoda, Van 
Nee and Mirfakhaei as applied to claims 1 and 35 above, and in further view of U.S. Patent No. 
6^19,377 to Ijtiz. 

Claims 9 and 13 were rejected under 35 U.S.C. § 103(a) as being unpatentable over 
Sakoda, Van Nee and Mirfakhaei as applied to claims 1 and 35 above, and in further view of 
Kalofonos (IEEE). 

Claims 53-55, 57-65 and 67-72 were rejected under 35 U.S.C. §103(a) as being 

unpatentable over Sakoda in view of Van Nee. 

Claims 56 and 66 were rejected under 35 U.S.C. § 103(a) as being unpatentable over 

Sakoda, Van Nee as applied to claims 56 and 63 above, and in further view of Kalofonos (IEEE). 
Applicants respectfully traverse the above rejections- 
Claim 1 has been amended to recite: 

1. In a multiple-access OFDM-CDMA system, a method for processing data for 
transmission over a wireless communication channel, comprising: 

coding a data stream in accordance with a particular coding scheme to provide a stream of 
data symbols; 

spreading the data symbol stream in a frequency domain with one or more spreading 
codes to provide spread data, wherein the one or more spreading codes are selected from a set of 
available spreading codes and assigned to the data stream; 
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tratisforming the spread data in accordance with a particular transformation to provide a 
stream of OFDM symbols; 

scaling the stream of OFDM symbols in accordance with a particular gain selected for the 
data stream, wherein the particular gain is based upon an estimated signal quality; 

transmitting the scaled OFDM symbols over the communication channe l: and 
covering the scaled OFDM symbols with a cover code . (Amendment Underlined) 
Applicants respectfully submit that the above cited prior art and, in particular, Sakoda, 
Van Nee, Mirfakhaei and Jankiraman are directed to different inventions that do not disclose or 
suggest the claimed invention. More specifically, the Office Action admits on page 6 that 
"Sakoda, Van Nee and Mirfakhaei fail to fully disclose the claimed invention such as covering 
scaled transmission symbols with a cover code." The Office Action then relies on Jankiraman, a 
fourth reference, for the alleged disclosure of covering OFDM symbols with a cover code. The 
Office Action then stretches the obviousness argument by asserting that it would have been 
obvious to apply the OFDM symbols with a cover code of Jankiraman into Sakoda, Van Nee and 
Mirfakhaei, i.e., by relying on different disclosures of not two , not three , but all four references to 
arrive at the claimed invention. The Office Action suggests that kt the motivation would have 
been to increase the throughput of the system for support a multimedia calL" (Emphases added.) 

Applicants respectfully submit thai there were no "specific findings" of suggestion or 
motivation to combine all four references , or for that matter any two of them, to arrive at the 
claimed invention as required by KSR Intern. Co. v. Teleflex Inc. As the Examiner is aware, in 
January 2005, the Federal Circuit decided in KSR Intern, that there must be ""specific findings' " of 
a suggestion or motivation to combine two or more references in an obviousness finding. In 
particular, the district court in KSR Intern, was required u to make specific fundings as to whether 
there was a suggestion or motivation to combine the teachings of fthe references! in the particular 
manner claimed by claim 4 of the '565 patent Because the district court failed to make specific 
findings as to the suggestion or motivation to combine references, the Federal Circuit vacated 
and remanded. 7 ' This 'teaching-suggestion-motivation test** has been a stalwart of Federal 
Circuit jurisprudence for twenty years. It should be noted that this case is on petition for 
certiorari before the Supreme Court (Supreme Court No, 04-1350), but until a decision is made, 
the "teaching-suggestion-motivation test" remains good law. Again, applicants respectfully 
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submit that Sakoda, Van Nee, Mirfakhaei and Jankiraman are directed to different inventions and 
that there were no specific findings as to a suggestion or motivation to combine any of them to 
arrive at the claimed invention. Stated another way, applicants respectfully submit that that the 
state of the law is that there must be some concrete finding of motivation to combine and not just 
a possibility of a motivation to combine as suggested in the Office Action, 

For at least the above reasons, applicants respectfully request withdrawal of the rejection 
of claims 1, 2, 4-21, 35, 36, 38 and 39 under 35 TIS.C. §103(a). 

Claim 22 includes features similar to those of amended claim 1 and should also be 
allowable. 

Independent claims 53 and 63 have also been amended to include features that the 
combination of Sakoda and Van Nee fails to disclose or suggest Accordingly, applicants 
respectfully request withdrawal of the rejection of claims 53, 55-58, 60-63, 65-68 and 70-72 
under 35 U.S.C. § 103(a). 

REQUEST FOR ALLOWANCE 

In view of the foregoing, applicants submit that all of the pending claims in the 
application are patentable. Accordingly, reconsideration and allowance of this application are 
earnestly solicited. Should any issues remain unresolved, the Examiner is encouraged to 
telephone the undersigned at the number provided below. 



Respectfully submitted, 



Dated: 06/22/2006 



By: 




Kenneth K, Vu, Reg. No. 46323 
(858) 658-5106 



QUALCOMM Incorporated 
5775 Morehouse Drive 
San Diego, California 92121 
Telephone: (858) 651-4125 
Facsimile: (858) 658-2502 
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